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DETAILED ACTION 

1 . This action is in response to the claims filed on 04/24/2008. 

Claims 40-57 are new. Claims 19-21, 23-57 remain pending in the application. 

Response to Arguments 

2. Response to the argument to 35 USC 1 12 first and second paragraph: Applicants argued 
that the examiner alleged the term, "computer readable medium" include are wireless; and direct 
a figure 1 and 2 in their specification. Respectfully responsive to this argument: Indeed, the 
computer art has included air and wireless, signal carriers are computer readable medium, where 
this term at the time of this effective filing remains having no clear definition. Figures 1-2 as 
pointed out by applicants show only a low level storage of computers existed before 1993. Using 
"computer readable medium" in the claims thus is insufficient antecedent basis, but tends to 
cover later definition in which at the time of this effective filing never thinking. On the other 
hand, Applicants also admitted at the time of their filing response, "computer readable medium" 
is common knowledge include such types of media addressed by the Examiner. If applicants 
traversed the rejections, they are contradicted to themselves from their admission. 

Response to the argument to 35 USC 101 : It should be noted that using a medium that is 
not defined in the specification means that the claims attempt covering everything including 
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energies that carry the instructions to the computer. Wireless media and signal carrier media are 
the computer-readable media. Such forms of media are non-statutory under 35 USC 101. 

Response to the arguments with respect to the rejections under 35 102(b), being 
anticipated by Hanakawa: Applicants' argument fails to point out or address the patentability 
under the requirement of 37 CFR 1.111(b) and (c). Claims 23, 28-31, merely recite a common 
act known as playback in which it is been performed from a audio device or a sequence of movie 
frames. The argument fails to address any patentability in the claims. Hamakawa discloses, 
displaying a starting state of multimedia content (See Figure 9); determining automatically, by 
the computer, which recorded actions satisfy a specified arbitrary criteria (See p. 279, left col, 
last full paragraph, "On each playback task method invocation, the context object checks current 
real time by the gettimeofday system call and decides which frame in the video should be 
displayed ); and playing back a sequence of only those determined recorded actions in 
chronological order on an output device (See Fig 12 that is playing back a sequence based on the 
context object check as described). Applicants' argument fails to consider the claimed language 
"specified criteria''' that appears only a black box, and could be interpreted, where playing back 
frames disclosed in Hanakawa are played back in a chronologically ordered sequence 
programmed from a selection from the user based on decision in which what frame should be 
selected for displaying in playback performance of Figure 12. Clearly, the claims are old and 
read on thus a selection for playing back. 

Response to the arguments with respect to the rejections under 35 102(b), being 
anticipated by Hardman et al: Applicants' argument fails to point out or address the patentability 
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under the requirement of 37 CFR 1.111(b) and (c). Claims 19-21, 23-39, merely recite common 
knowledge that merely records a determined sequence of events. 

The argument fails to address any patentability in the claims. Hardman discloses "receiving one 
or more user events during the development of the software content ". See Figure 3, Walking 
route/playing order of nodes, notes: events); discloses "determining which events and sequences 
of events constitute actions ". See p. 286, left column: walking route sequence, within hierarchy 
view, the author can select any object); discloses "determining, by the computer, whether an 
explanation accompanies an action''' (see p. 286, left column, note names, explicit duration, 
comment. See right column, table of contents); and discloses "recording the determined actions 
during the development of the software content: and recording the determined explanations such 
that a recorded explanation of a recorded action is associated with the recorded action" (See 
sec. 4.3). Applicants' argument fails to consider the claimed language "specified criteria" that 
appears only a black box, and could be interpreted, where playing back frames disclosed in 
Hanakawa are played back in a chronologically ordered sequence programmed from a selection 
from the user based on decision in which what frame should be selected for displaying in 
playback performance of Figure 12. Clearly, the claims are old and read on thus a selection for 
playing back. The claims merely present the actions as a list of class and explanation. Applicant 
fails to address any patentability in the claims. It should be noted that a list of class and 
explanation does not present an inventive feature because it is just a common data structure, 
where this list of class with explanation reads on the hierarchy view discussed in p. 286, left 
column. Within the development, it represents the attributes. Thus, it allows the author to select 
object actions based one note names and comment, or color, etc. 
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Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

4. Claims (23, 40, 48), (24, 41, 49), (25, 42, 50), (26-27, 51), (30-31, 53), (36-38, 46, 56) 
are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the written 
description requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed invention. 

The speciation does not describe, " computer readable medium having stored thereon 
executable computer program instructions ", where the term computer readable medium used in 
the technology includes air, wireless transmission, and various types of energies that can store 
information. Applicants clearly admitted in an appeal brief that the medium alone would include 
various types. Other media such as very high density memories such as CD ROM, Flash 
memory, or extendable memory devices which were not described in the specification so that 
they can be carried out to perform the steps of the claims. The specification appears not covering 
or describing how its claims are related to "computer readable medium". The "medium" used in 



Application/Control Number: 09/844,92 1 Page 6 

Art Unit: 2191 

the claims is not consistent to the subject matter of the specification, but it appears covering 
"new subject matter". 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

6. Claims 23-57 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims (23, 40, 48), (24, 41, 49), (25, 42, 50), (26-27, 51), (30-31, 53), (36-38, 46, 56) 
recite the claimed subject matter, " computer readable medium having stored thereon 
executable computer program instructions ", that is insufficient antecedent basis in the 
specification. The type of medium is unknown. Thus, it is indefinite. The interpretation for this 
type of medium is to include air or wire less transmission, etc., because this type can store 
executable code for a computing device. 

Claims (23, 40, 48), (24, 41, 49), (25, 42, 50), (28-29, 43, 52), (30-31, 53), (32-34, 45, 
54), (36-38, 46, 56) recite "satisfy a specified criteria", or "meet a specified criteria", or "meet a 
specified fixed criteria", "based on preset criterion", respectively. The recitations are unclear; it 
does not know what a specified criteria is. What it makes to satisfy or to meet such a specified 
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criteria, or to be a specified fixed criteria is unclear. Using this claim language without any 
further associated functionality will have it as a black box. Thus, it fails to be as a limitation. 



Claim Rejections - 35 USC § 101 



7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

8. The claims (23, 40, 48), (24, 41, 49), (25, 42, 50), (26-27, 51), (30-31, 53), (36-38, 46, 
56) are rejected under 35 U.S.C 101 because the claimed invention is directed to non-statutory 
subject matter. 

Claims (23, 40, 48), (24, 41, 49), (25, 42, 50), (26-27, 51), (30-31, 53), (36-38, 46, 56) 
recite "computer readable medium". According to Applicants' admission, this medium includes 
non- statutory subject matter such as air, wireless transmission. The specification does not 
describe "medium". According to the interpretation, it includes non-statutory subject matter. 
Also, in a response to the office action filed as an appeal brief, Applicants admitted that, 
nowadays, "computer readable medium" is common knowledge to an ordinary in the art and it 
includes wireless or signal carriers. The claims are rejected under 35 USC 101 because they 
direct to non- statutory claimed subject matter. 
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Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

10. Claims 23, 28-31, 40, 43-44, 48, 52-53 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hamakawa et al, "Object Composition and Playback Models for Handling 
Multimedia Data", Proceedings of the first ACM International Conference on Multimedia, 
Pages: 273-281, August 1993. 

As per claim 23 : Hamakawa discloses, displaying a starting state of multimedia content (See 
Figure 9); 

determining automatically, by the computer, which recorded actions satisfy a specified arbitrary 
criteria (See p. 279, left col, last full paragraph, "On each playback task method invocation, the 
context object checks current real time by the gettimeofday system call and decides which frame 
in the video should be displayed {recorded actions satisfy a specified arbitrary criteria)); 
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and playing back a sequence of only those determined recorded actions in chronological order 
on an output device during a development of content (See Fig 12 that is playing back a sequence 
based on the context object check as described). 

As per Claims 28, 30 : The claims recite the limitation that has the functionality corresponding to 
the Claim 23. See rationale addressed in Claim 23 above. 

As per Claims 29, 3 1 : Hamakawa discloses one action from the recorded action is accompanied 
by the recorded explanations, the recorded explanations along with recorded action. See Figure 
7, p. 288. 

As per claim 40 : Hamakawa discloses wherein the specified criteria is a user specified criteria 
because the frames are selected in playing back based on decision for showing the performance 
of Figure 12. 

As per claims 43, 44 : See related rationale in claim 40 above. 

As per claim 48 : Hamakawa discloses wherein recorded actions are actions that do not affect the 
content because the selected frames do not affect any content. 

As per claims 52-53 : See related rationale in claim 48 above. 
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11. Claims 19-21, 23-39, 40-57 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hardman et al, "Structure Multimedia Authoring", Proceedings of the first ACM International 
Conference on Multimedia, Pages: 283-289, August 1993. 

As per Claim 19 : Hardman discloses, 

A method for recording and reviewing actions performed during development of software 
content created using a tool on a computer system having a processor and memory, said method 
comprising: 

receiving one or more user events during the development of the software content (See Figure 3, 
Walking route/playing order of nodes, notes: events); 

determining which events and sequences of events constitute actions (see p. 286, left column: 
walking route sequence, within hierarchy view, the author can select any object); determining, by_ 
the computer, whether an explanation accompanies an action (see p. 286, left column, note 
names, explicit duration, comment. See right column, table of contents); recording the 
determined actions during the development of the software content; and recording the 
determined explanations such that a recorded explanation of a recorded action is associated 
with the recorded action. (See sec. 4.3). 

As per Claim 20 : Hardman discloses, 

receiving a user request for playback of recorded actions (Figure 3: places); 

accessing recorded actions and associated recorded explanations; and 
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playing back recorded actions and any associated recorded explanations. 
(See Figure 3, Playing order of nodes). 
As per Claim 21 : Hardman discloses, 

determining whether as explanation accompanies an action includes prompting a user for an 
explanation with respect to an action being recorded. (See sec. 4.3) 

As per claim 23 : Hardman discloses, 

displaying a starting state of multimedia content (See Figure 1, p. 285, see Figure 2, the root; see 
Figure 7, from beginning, to end); 

determining automatically, by the computer which recorded actions satisfy a specified arbitrary 
criteria (See p. 286. sec. 4.1.2; see Figures 3-4: places, for example, specifying a table of 
contents, for example, specifying Canall, canal2, etc. , see sec. 4.3, allow to select which 
channels; see sec. 4.3, allow the author to play any part of the presentation); 

and playing back a sequence of only those determined recorded actions in chronological order 
on an output device durins a development of content (and See Figure 3, it is playing the order of 
placing nodes using walking routes; also see sec. 4.1.2). 

As per claim 24 : Hardman discloses the claim. See rationale as addressed in the claim 19. 

As per claim 25 : Hardman discloses the claim. See Figure 1, and sec. 4; furthermore, see 
rationale as addressed in the claim 19. 

As per claim 26 : Hardman discloses, A computer-readable medium having stored thereon 
executable computer program instructions, the executable computer program instructions 
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including an action class list and, when executed by a digital processing system, causing the 
system to perform a method for playback of actions from the action class list, wherein: 

the action class list comprises a plurality of action class description fields (See Figure 3, 
playing order of nodes), each action class description field having a first field containing data 
which specifies a particular action class and a second field containing data which specifies a 
generic explanation of the action specified in the corresponding first field, wherein the action 
class list is used during playback of an action, during a development of content, to determine an 
explanation associated with the action class of the action and to accompany the played back 
action with the determined explanation (See Figure 7, e.g., the information in the boxes relates to 
a recording action Canal2, as selected from Walking route of Figure3. 

As per claim 27 : Hardman discloses, A computer-readable medium as defined in claim 26 
wherein said second field identifies a software routine capable of producing an explanation 
based upon properties of a recorded action. See Figure 7. 

As per claim 28 : Hardman discloses the claim. See related rationale addressed in Claim 23. 

As per claim 29 : Hardman discloses, The method of claim 28, wherein: at least one action from 
said recorded actions is accompanied by an explanation and said playing back further comprises 
playing back any associated recorded explanations along with recorded actions. See p. 288, sec. 
4.3; see Fig. 7. 

As per claim 30 : Hardman discloses the claim. See related rationale addressed in Claim 23. 

As per claim 3 1 : Hardman discloses, The computer-readable medium of claim 30, wherein: at 
least one action from said recorded actions is accompanied by an explanation and said playing 
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back further comprises playing back any associated recorded explanations along with recorded 
actions. See p. 288, sec. 4.3, see Fig. 7. 

As per claim 32 : Hardman discloses the claim. See rationale addressed in Claim 19 above. 

As per claim 33 : Hardman discloses the claim. See rationale addressed in Claim 20 above. 

As per claim 34 : Hardman discloses, The apparatus of claim 32, wherein: said playback is based 
on determining automatically which recorded actions satisfy a specified arbitrary criteria. See 
Figures 2-3, placing of notes is arbitrarily selected by the author. 

As per claim 35 : Hardman discloses the claim. See rationale addressed in Claim 19 above. 

As per claim 36 : Hardman discloses the claim. See rationale addressed in Claim 19 above and 
furthermore see Figures 1-3, and sec. 4. 

As per claim 37 : Hardman discloses the claim. See rationale addressed in Claim 20. 

As per claim 38 : Hardman discloses, The computer-readable medium of claim 36, wherein: said 
determining comprises determining which events and sequences of events constitute actions by 
applying one of a plurality of granularities, said one of a plurality of granularities being selected 
based on criteria, whereby said applied one of a plurality of granularities varies depending on 
the criteria. See Figures 1-3. 

As per claim 39 : Hardman discloses, An apparatus for recording and reviewing actions 
performed during development of content created using a tool on a computer system having a 
processor and memory, said apparatus comprising: a user interface means for receiving user 
events which occur during development of content; and a recorder module coupled to receive 
user events from said user interface means, said recorder module determining which events and 
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sequences of events constitute actions and recording those actions, said recorder module 
capable of recording an explanation for each individual action, said explanations being 
recorded in a manner which associates a recorded explanation of a recorded action with the 
recorded action. See Figures 2-3, and 7. 

As per claim 40 : Hardman discloses wherein the specified criteria is a user specified criteria 
(See p. 286. sec. 4.1.2; see Figures 3-4: places, for example, specifying a table of contents, for 
example, specifying Canall, canal2, etc. , see sec. 4.3, allow to select which channels; see sec. 
4.3, allow the author to play any part of the presentation); 

As per claims 41, 42, 43, 44, 45, 46 : See related rationale in claim 40 above. 

As per claim 47 : Incorporated with the rejection of claim 19, Hardman discloses wherein 
recorded actions are actions that do not affect the content because the specifying actions such as 
in the table do not effect any content. 

As per claim 48 : Incorporated with the rejection of claim 23, Hardman discloses wherein 
recorded actions are actions that do not affect the content because the specifying actions such as 
in the table do not effect any content. 

As per claims 49-57 : See related rationale in claim 48 above. 
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Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ted T. Vo whose telephone number is (571) 272-3706. The 
examiner can normally be reached on 8:00AM to 4:30PM. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Wei Y. Zhen can be reached on (571) 
272-3708. 

The facsimile number for the organization where this application or proceeding is 
assigned is the Central Facsimile number 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the TC 2100 Group receptionist: 571-272-2100. Information regarding the status of 
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an application may be obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



TTV 

July 31,2008 
/Ted T. Vo/ 

Primary Examiner, Art Unit 2191 



